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DETAILED ACTION 
Examiner Note 

In light of the new grounds of rejection set forth below, the following action is non-final. 
Response to Amendment 

1 . Applicant's arguments, see page 15, filed 3/3/2009, with respect to the objection of claim 
1 1 has been fully considered and are persuasive. The objection to claim 1 1 is withdrawn. 

2. Applicant's arguments, see page 15, filed 3/3/2009, with respect to the title objection 
have been fully considered and are persuasive. The objection of title has been withdrawn. 

3. Applicant's arguments, see page 15, filed 3/3/2009, with respect to the specification 
objection have been fully considered and are persuasive. The objection of specification has been 
withdrawn. 

4. Applicant's arguments, see page 16, filed 3/3/2009, with respect to the rejection of claim 
3 under 35 U.S.C. 1 12, 2 nd paragraph have been fully considered and are persuasive. The 
rejection of claim 3 has been withdrawn. 
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5. Applicant's arguments, see page 16, filed 3/3/2009, with respect to the rejection of claims 
5-6, 1 1 and 14 under 35 U.S.C. 1 12, 2 nd paragraph have been fully considered and are 
persuasive. The rejection of claims 5-6, 1 1 and 14 has been withdrawn. 

6. Applicant's arguments, see page 16, filed 3/3/2009, with respect to the rejection of claim 
7 under 35 U.S.C. 1 12, 2 nd paragraph have been fully considered and are persuasive. The 
rejection of claim 7 has been withdrawn. 

7. Applicant's arguments, see page 16, filed 3/3/2009, with respect to the rejection of claim 
14 under 35 U.S.C. 1 12, 2 nd paragraph have been fully considered and are persuasive. The 
rejection of claim 14 has been withdrawn. 

8. Applicant's arguments, see pages 12-13, filed 3/3/2009, with respect to the rejection of 
claims 1-2 and 4 under 35 U.S.C. 103(a) over Konish et al. (US 5539148) have been fully 
considered and are persuasive. The rejection of claims 1-2 and 4-6 has been withdrawn. 

9. Applicant's arguments, see pages 13-15, filed 3/3/2009, with respect to the rejection of 
claims 1-6 under 35 U.S.C. 103(a) over Nagano et al. (US 54551 16) have been fully considered 
and are persuasive. The rejection of claims 1-6 has been withdrawn. 
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Examiner Note 

The examiner acknowledges cancellation of claims 3, 9-10 and 16-21 of the present application 
as annotated on page 1 1 , lines 2-3 of the remarks section 



Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



12. Claims 1-2 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watase et al. (US 2005/0163983) in view of Sato et al (US 6448491 Bl). 



Regarding claims 1-2 and 4-6, Watase teaches a substrate which is a metal sheet (para. 021 1, 
lines 5-7) upon which is disposed a thermal radiative coating with a thickness of 3 urn, 5 urn. 
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7 um, and 10 um (para. 0136-0137), said thermal radiative coating formed of a polyester resin 
(para. 0143, lines 1- 5). Watase also teaches that Fe, Co and Ni filler ( magnetic metal powder ) is 
added to the coating; also, that the filler is Ag and Cu filler ( electrically conductive additive ) 
(para. 0208, lines 1-4 and para. 0209, lines 1 - 3), whereby the content of the filler is 20% - 
35% (anticipatory of the ranges of claim 5) and preferable adjusted to 45% or less, more 
preferably 40% or less, still more preferably 35% or less (anticipatory of ranges in claims 1 and 
6) (para. 0210). Watase fails to teach a coating film containing 20-60 % mass of a magnetic 
powder or that said magnetic powder is a sendust powder. 

However, Sato teaches an electromagnetic interference suppressing body having low magnetic 
transparency and reflection (title) for suppressing electromagnetic interference by undesirable 
electromagnetic interference (abstract), comprising a non-conductive soft magnetic layer 
(column 3, lines 62-66), which comprises an organic binder in which a soft magnetic powder is 
uniformly dispersed (column 4, lines 2-3), said soft magnetic powder is [ SENDUST ] (column 
11, lines 53-57). Sato also teaches a soft magnetic paste containing soft magnetic powder at 70 
weight parts in 55 weight parts of binder composition and 20 weight parts barium titanate, which 
is 70 pbw/145 pbw or approximately 48 wt%> of the soft magnetic powder . 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the thermal radiative metal sheet as taught by Watase with the soft magnetic 
ferrite powder in the proportions of the present invention as taught by Sato, since it would have 
been obvious to one of ordinary skill in the art at the time of the invention to adjust the weight 
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parts of the soft magnetic ferrite powder for the intended application since it has been held that 
discovering an optimum value of a result-effective variable involves only routine skill in the art 
(In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980)) towards a coated metal sheet that not 
only provides thermal radiation, but also one that blocks the transmittance of interfering 
electromagnetic waves from egressing from and/or ingressing to an electronic device as in the 
present invention. 



13. Claims 7-8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Watase et al. 
(US 2005/0163983) in view of Sato et al (US 6448491 Bl). 

Regarding claims 7-8, Watase teaches a substrate which is a metal sheet (para. 021 1, lines 5 - 7) 
upon which is disposed a thermal radiative coating with a thickness of 3 }xm, 5 }xm, 1 fun, and 
10 | um (para. 0136-0137), said thermal radiative coating formed of a polyester resin (para. 0143, 
lines 1- 5). Watase also teaches that Fe, Co and Ni filler ( magnetic metal powder ) is added to the 
coating; also, that the filler is Ag and Cu filler ( electrically conductive additive ) (para. 0208, 
lines 1 - 4 and para. 0209, lines 1 - 3), whereby the content of the filler is 20% - 35% and 
preferable adjusted to 45% or less, more preferably 40% or less, still more preferably 35% or 
less (para. 0210). Watase teaches a coated body comprising a substrate coated on the surface 
side and back side with thermal radiative coatings (para 0018) with said substrate consisting of a 
metal sheet (para. 021 1, lines 5-7) where the content X, or mass % , of the blackening additives 
(para 0125, lines 5 - 7) is 5% and that no particular limitation is imposed on the upper limit of X 
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( > 10%) (para. 0134, lines 6 - 8). Watase continues to teach that a typical example of the 
blackening additive is carbon black with other examples including the oxides, sulfides and 
carbides of Fe, Co, Ni, Cu, Mn, Mo, Ag or Sn and black fine metal powder (para. 0141) and that 
the thickness of the thermal radiative coating is > 1 urn (para 0135). Watase further teaches the 
integrated emissivity standards as recited by applicant(s) (para 0091 - 0093) and that the 
blackening additive has an average particle size of 5 to 100 nm (para 0145, lines 1 - 2). Watase 
fails to teach a coating film containing 20-60 % mass of a magnetic powder or that said magnetic 
powder is a sendust powder. 

However, Sato teaches an electromagnetic interference suppressing body having low magnetic 
transparency and reflection (title) for suppressing electromagnetic interference by undesirable 
electromagnetic interference (abstract), comprising a non-conductive soft magnetic layer 
(column 3, lines 62-66), which comprises an organic binder in which a soft magnetic powder is 
uniformly dispersed (column 4, lines 2-3), said soft magnetic powder is [ SENDUST ] (column 
11, lines 53-57). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the thermal radiative metal sheet as taught by Watase with the soft magnetic 
ferrite powder as taught by Sato, towards a coated metal sheet that not only provides thermal 
radiation, but also one that blocks the transmittance of interfering electromagnetic waves from 
egressing from and/or ingressing to an electronic device as in the present invention. 
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14. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being obvious over Watase et al 
(US Patent Application Publication 2005/0163983) view of Sato et al (US 6448491 Bl) and in 
further view of Nakao et al (US Patent 5945218). 

Regarding claims 11-13, Watase and Sato teach the metal substrate with coatings on the both 
sides of said substrate, said coatings containing magnet material and black additives (see 
Watase/Sato claim rejections of claims 1-2, 4-6 and 7-8 above). Watase and Sato fail to teach a 
resin coating film, coated on the thermal radiative coatings , containing at least one of a white and 
luster pigment with a thickness of 0.05 to 10 um or a total mass % of from 1 - 25%, said 
pigments being an oxide pigment and further said pigments containing titanium oxide. 
Watase/Sato also fail to teach a metal sheet that can satisfy an L Value of 44.0 to 60.0. 

However, Nakao teaches a process for forming a multilayer film (title) where a white coating 
comprising a thermosetting resin, a metal powder coated with a white pigment and a titanium 
dioxide pigment (column 1, lines 54-56) can be coated on a plastic substrate - e.g. the resinous 
thermal radiative coating as taught by Watase - (column 1, line 67 and column 2 line 1). Nakao 
continues to teach a white coating with a thickness of from 5 to 15 \im (column 3, lines 7-8) 
and a content of the metal coated with a white pigment from 0.1 to 30 parts by weight and the 
titanium dioxide pigment being from 1 to 200 parts by weight (column 3 , lines 44 - 53). Nakao 
further teaches an L value of 70- 100 (column 4, line 12- 13). Clearly, the thickness, % mass 
composition and L values of the white coating as taught by Nakao constitute result-effective 



Application/Control Number: 10/563,305 Page 9 

Art Unit: 1794 

variables and as such, as further demonstrated by Table 1 of column 8 of the reference, may be 
adjusted to yield a product of desired properties to fit a particular solution. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the invention of Watase/Sato with the additional coating as taught by Nakao 
in order to obtain a metal sheet with thermal radiative properties and an additional white resinous 
coating coated thereon to impart to the metal sheet a decorative appearance, chip and scratch 
protection to the more functional thermal underlayer, surface smoothness, hiding power, 
fingerprint resistance and the like. 

15. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being obvious over Watase et al 
(US Patent Application Publication 2005/0163983) view of Sato et al (US 6448491 Bl) and in 
further view of Nakao et al (US Patent 5945218). 

Regarding claims 14-15, Watase/Sato teach the metal substrate with coatings on the both sides 
of said substrate, said coatings containing magnet material and black additives with the 
associated integrated emissivities (see Watase/Sato claim rejections of claims 1-2, 4-6 and 7-8 
above). Watase/Sato fail to teach resin coating film, coated on the thermal radiative coatings, 
containing at least one of a white and luster pigment with a thickness of 0.05 to 10 urn or a total 
mass % of from 1 - 25%, said pigments being an oxide pigment and further said pigments 
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containing titanium oxide. Watase/Sato also fail to teach a metal sheet that can satisfy an L 
Value of44.0to60.0. 

However, Nakao teaches a process for forming a multilayer film (title) where a white coating 
comprising a thermosetting resin, a metal powder coated with a white pigment and a titanium 
dioxide pigment (column 1, lines 54-56) can be coated on a plastic substrate - e.g. the resinous 
thermal radiative coating as taught by Watase - (column 1, line 67 and column 2 line 1). Nakao 
continues to teach a white coating with a thickness of from 5 to 15 um (column 3, lines 7-8) 
and a content of the metal coated with a white pigment from 0.1 to 30 parts by weight and the 
titanium dioxide pigment being from 1 to 200 parts by weight (column 3 , lines 44 - 53). Nakao 
further teaches an L value of 70- 100 (column 4, line 12- 13). Clearly, the thickness, % mass 
composition and L values of the white coating as taught by Nakao constitute result-effective 
variables and as such, as further demonstrated by Table 1 of column 8 of the reference, may be 
adjusted to yield a product of desired properties to fit a particular solution. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the invention of Watase/Sato with the additional coating as taught by Nakao 
in order to obtain a metal sheet with thermal radiative properties and an additional white resinous 
coating coated thereon to impart to the metal sheet a decorative appearance, chip and scratch 
protection to the more functional thermal underlayer, surface smoothness, hiding power, 
fingerprint resistance and the like. 
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Response to Arguments 

16. Applicant's arguments on page 13, filed 3/3/2009, regarding the rejections of claims 1-8 
under 35 U.S.C. 102(e) over Watase (US 2005/0163983) have been fully considered. 

Applicants' argue that Watase fails to disclose or suggest the limitation of independent claims 1 
and 7 that " the magnetic powder is selected from the group consisting of soft magnetic ferrite 
powder, permalloy powder and sendust powder with said soft magnetic ferrite powder, 
permalloy powder and sendust powder having a characteristic of magnetic loss while the Fe and 
Ni powders of the Watase reference do not have a characteristic of magnetic loss nor does the 
reference teach microwave absorbability. 

The examiner notes that while Watase is silent to the soft magnetic ferrite powder, permalloy 
powder and sendust powder limitations of the present invention, Sato et al teaches an 
electromagnetic interference suppressing body having low magnetic transparency and reflection 
(title) for suppressing electromagnetic interference by undesirable electromagnetic interference 
(abstract), comprising r SENDUST l in an organic binder, said [SENDUST] of approximately 48 
wt%. Since the combined disclosures of Watase and Sato teach the compositional makeup as in 
the present invention, Watase and Sato inherently teach a coating with characteristic magnetic 
loss and microwave absorbability as in the present invention. 
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17. Applicant's arguments on page 15, filed 3/3/2009, regarding the rejections of claims 11- 
15 under 35 U.S.C. 103(a) over Watase et al. (US 2005/0163983) in further view of Nakao et al. 
(US Patent 5945218). 

Applicants' argue that Watase in view of Nakao fails to disclose or suggest the limitation of 
independent claims 1 1 and 14 that " the magnetic powder is selected from the group consisting 
of soft magnetic ferrite powder, permalloy powder and sendust powder. 

The examiner notes that while Watase/Nakao is silent to the soft magnetic ferrite powder, 
permalloy powder and sendust powder limitations of the present invention, Sato et al teaches an 
electromagnetic interference suppressing body having low magnetic transparency and reflection 
(title) for suppressing electromagnetic interference by undesirable electromagnetic interference 
(abstract), comprising [ SENDUST ] in an organic binder. As such, Sato remedies the 
deficiencies of Watase/Nakao, since the combined disclosures of Watase/Nakao and Sato teach 
the compositional makeup of independent claims 1 1 and 14 as in the present invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FRANK D. DUCHENEAUX whose telephone number is 
(571)270-7053. The examiner can normally be reached on M-Th, 7:30 A.M. - 5:00 P.M.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie E. Shosho can be reached on (571)272-1 123. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



FDD 



/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 
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